United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-I4S0 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. | 


CONFIRMATION NO. 


10/805,055 


03/19/2004 


Matthew R. Sivik 


3246 


7978 



7590 02/27/2007 

THE LUBRIZOL CORPORATION 
Patent Administrator - Mail Drop 022B 
29400 Lakeland Boulevard 
Wickliffe, OH 44092-2298 



EXAMINER 



LANG, AMY T 



ART UNIT 



PAPER NUMBER 



3731 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



02/27/2007 



PAPER 



3 MONTHS 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 





Application No. 


Applicant(s) 




10/805,055 


SIVIK ET AL. 


Examiner 


Art Unit 






Amy T. Lang 


3731 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - . 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• ' If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 13 December 2006 . 
2a)l3 This action is FINAL. 2b)n This action is non-final. 
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DETAILED ACTION 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior office action. 

Response to Aiyuments 

Applicant's arguments filed 12/13/2006 have been fully considered but they are 
not persuasive. 

1 . Specifically, applicant argues (A) that the composition of Lange does not 
comprise grease. 

With respect to argument (A), the applicant teaches in the amendment filed . 
12/13/2006 that "a grease is not a thick oil, but instead is a thicl^ened oil consisting of at 
least two well defined components (i) a thickener, and (ii) a fluid lubricant." Lange . 
discloses a composition comprising lubricating oil and additives, specifically metal salts 
of carboxylic acids and urea compounds. Andrew and Caruso further teach that these 
specific additives are thickening agents utilized in grease compositions. Therefore, it is 
the examiner's position that Lange does in fact teach (i) a thickener, metal salts of 
carboxylic acid compounds and urea compounds, and (ii) a fluid lubricant, lubricating oil. 
Lange, therefore, discloses a grease composition according to the definition provided 
above. 
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Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 9 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 9 recites the limitation where the range of vinyl aromatic monomer is from 
0.7 to 1 mole equivalents compared to the amount of dicarboxylic acid anhydride. The 
applicant then claims the range of dicarboxylic acid anhydride to vinyl aromatic 
monomer from 0.7 to 1 mole equivalents. Such a recitation produces a contradiction 
that renders the scope of the claim indefinite. Thus, if the value of vinyl aromatic 
monomer is 0.8 mole equivalents to, say, 1 mole equivalents of dicarboxylic acid 
anhydride then that would give 1.25 mole equivalents of dicarboxylic acid anhydride 
relative to vinyl aromatic monomer, which is outside the scope of about 0.7 to 1 mole 
equivalents of dicarboxylic acid anhydride to vinyl aromatic monomer. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lange (US 6,258,761 B1) in view of Andrew (US 5,585,335) and Caruso (US 
4,104,177). 

Lange discloses a lubricating composition comprised of an esterified interpolymer 
derived from monomers of vinyl aromatic monomers and carboxylic acid derivatives 
(column 1, lines 4-7; column 8, lines 56-63). Since Lange defines an interpolymer as "a 
polymer derived from two or more different monomers" (column 8, lines 24-30), given 
that the instantly claimed polymer is also derived from two different monomers, it is 
evident that the interpolymer disclosed by Lange overlaps the instantly claimed polymer. 
The esterified polymers are disclosed with specific TAN values of 15 and12.2 (Example 
A-1 and Example A-2, column 15) 

The vinyl aromatic monomers disclosed by Lange include styrenes, substituted 
styrenes, and mixtures (column 10, lines 24-36). The carboxylic acid derivative is 
further disclosed as dicarboxylic acids or anhydrides including maleic anhydride, which 
clearly overlaps the instant claims (column 10, lines 38-55). The molar ratio of styrene 
to maleic anhydride is 1-3 to 2-1 (column 12, lines 65-67). 
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The composition disclosed by Lange is used as a viscosity and dispersant 
improving additive (column 1, lines 4-7). Therefore, this composition would improve 
thickening, increase longevity, and decrease wear, which clearly overlaps the instant 
claim 12. 

A method is also disclosed to prepare the composition, which includes mixing the 
previously disclosed esterified interpolymer with a solvent (column 13, lines 4-20). The 
interpolymer is then esterified with alcohols having 8 to 22 carbon atoms or ones 
containing less than 7 carbons atoms and ones containing at least 7 carbon atoms 
(column 13, lines 54-58; column 14, lines 4-9). The alcohols are used to convert from 
80 to 90% of the carboxy groups in the carboxylic acid derivative to ester groups 
(column 14, lines 18-23). The interpolymer is then reacted with an amine with more 
than one functional group (column 17, lines 34-40; column 23, lines 2-15; column 30, 
lines 9-12). The final reactant is combined with lubricating oil and additives (column 34, 
lines 50-55, line 64through column 35, line 5). 

The final lubricating composition comprises the esterified polymer in amounts 
from 0.5 to 30 wt%, the lubricating oil being greater than 50 wt%, and the additives from 
0.01 to 20 wt% (column 29, lines 38-48). Specific additives are disclosed including 
metal salts of carboxylic acids and compounds containing urea (column 35, lines 50-53; 
column 36, lines 61-66). 

Lange does not disclose the lubricating composition as a grease composition. 

Andrew discloses that metal salts of carboxylic acids are used as thickening 
agents in lubricating compositions (abstract). This is also reaffirmed by the instant 
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specification which discloses that thickening agents as metal salts of carboxylic acids 
are known in the art (page 10, lines 26-27 of the instant spec.) Caruso discloses that 
compounds containing urea are also used as thickening agents (column 1, lines 10-12). 
Therefore, since Lange discloses both compounds in the lubricant, they intrinsically act 
as thickening agents to produce a grease composition. 



Conclusion 

Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expirie later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Amy Lang whose telephone number is (571) 272-9057. 
The examiner can normally be reached on Monday - Friday, 8:30 a.m. - 5:00 p.m. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anhtuan Nguyen can be reached on (571) 272-4963. The fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



02/20/2007 
Amy T. Lang 
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